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Applicants' response (filed 1/30/09) to the previous Office action (mailed 1/14/09) is 
acknowledged. Applicants have now identified the elected peptide as 

TTDHQMARKS, which corresponds to SEQ ID NO:82. Applicants have argued 

that claim 49 encompasses the peptide TTDHQMARKS; however, applicants have 
declined to identify any label, and none is apparent. 

Claims 42-44 and 47 are examined in this Office action; claims 45, 46, 48 and 49 are 
withdrawn. 

x 

The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it in such full, clear, concise and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 42-44 and 47 rejected under 35 U.S.C. § 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

The claims are drawn to a method, yet no objective of the method is recited. As such, 
all objectives are encompassed. For example, treatment of any and all diseases 
would be encompassed, such as AIDS, Alzheimers disease, pancreatic cancer, lung 
cancer, hypertension, psoriasis, alopecia, and obesity. In traversing, applicants are 
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invited to provide a few examples of diseases which they believe are not encompassed. 
This will form the basis for further discussion. 

And it's not only treatment of diseases (human or animal) that are encompassed. 
Inhibition of any biochemical process would be encompassed, as would augmentation of 
any biochemical process. And even if were true that biochemical processes could be 
inhibited by the peptides of SEQ ID NO: 13, this would actually constitute evidence that 
augmentation of a biochemical process (any such process) would lack enablement. 

In addition to the foregoing, the claims would encompass a method of treating a disease 
in a human merely by adding a peptide to a Petri dish. Even applicants would not 
argue that such a thing is possible. And yet, there is nothing in claim 42 to preclude 
this possibility. 

As long as the claims encompass methods of using chlorotoxin (per se), there will be an 
argument to be made that a method of treating glioblastoma (in a mammal) would be 
enabled, and perhaps treatment of prostate cancer as well. But as the claims currently 
stand, the vast majority of embodiments (that are encompassed) lack enablement. 

As stated in Ex parte Forman (230 USPQ 546, 1986) and In re Wands (8 USPQ2d 
1400, Fed. Cir., 1988) the factors to consider in evaluating the need (or absence of need) 
for "undue experimentation" are the following: quantity of experimentation necessary, 
amount of direction or guidance presented, presence or absence of working examples, 
nature of the invention, state of the prior art, relative skill of those in that art, 
predictability or unpredictability of the art, and breadth of the claims. 
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Clearly, "undue experimentation" would be required to practice even a small fraction of 
the embodiments that are encompassed. 

A 

The following is a quotation of 35 USC §103 which forms the basis for all obviousness 
rejections set forth in the Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under subsection (f) and 
(g) of section 102 of this title, shall not preclude patentability under this section where the subject matter 
and the claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. 

This application currently names joint inventors. In considering patentability of the claims under 35 
U.S.C. 103, the examiner presumes that the subject matter of the various claims was commonly owned 
at the time any inventions covered therein were made, absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 C.F.R. 1.56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103. 



Claims 42-44 and 47 are rejected under 35 U.S.C. § 103 as being unpatentable over 
Soroceanu {Cancer Research 58, 4871-79, 1998). 
Soroceanu discloses use of chlorotoxin to target brain tumors. 

Instant claim 42 encompasses a method of using chlorotoxin. The presence of the 
phrase "less than 36 amino acids" is noted, but this "limitation" is superceded by other 
language in the claims. Claim 42, as it happens, encompasses a method of using a 



peptide of any length, whether it be 36 amino acids, or 3600. 



Among the reasons why 
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this interpretation is justified is the presence of the term "has" (line 4 of claim 42), the term 
"including" (line 4 of claim 42), and the term "comprising" (line 5 of claim 42). 
Thus, the claims are rendered obvious. 

x 



No claim is allowed. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lukton whose telephone number is 571-272-0952. 
The examiner can normally be reached Monday-Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang, can be reached at (571)272-0562. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-1600. 



/David Lukton/ 

Primary Examiner, Art Unit 1654 



